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Opi nion by Bottorff, Adm nistrative Trademark Judge:
Appl i cant seeks registration on the Principal Register

of the mark DAKOTA BLUE, in typed form for goods

identified in the application as “clothing, nanely,

ankl ets, knee highs, thigh highs and tights.”' Pursuant to

the Trademark Exam ning Attorney’ s requirenent, applicant

! Serial No. 75/308,640, filed June 13, 1997. The application is
based on use in comerce, and Decenber 4, 1996 is alleged in the
application as the date of first use of the mark anywhere and
first use of the mark in commerce.
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has disclainmed the exclusive right to use BLUE apart from
t he mark as shown.

The Trademark Exam ni ng Attorney has refused
regi stration of applicant’s mark on the ground that the
mar k, as applied to applicant’s goods, so resenbles the
mar Kk DAKOTA, registered for “snowrobile suits, jackets,
coats, coveralls, ski pants and jackets, junpsuits and

jackets,”?

as to be likely to cause confusion, to cause

m st ake, or to deceive. Trademark Act Section 2(d), 15

U S.C. 81052(d). When the refusal was made final,
applicant filed this appeal. Applicant and the Trademark
Exam ning Attorney filed main briefs, but applicant did not
file areply brief. No oral hearing was requested.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the likelihood of
confusion issue. See Inre E. 1. du Pont de Nenours and
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In
consi dering the evidence of record on these factors, we

keep in mnd that “[t]he fundanental inquiry nmandated by

82(d) goes to the cumul ative effect of differences in the

2 Regi stration No. 941,497, issued August 22, 1972, renewed
Septenber 3, 1992. Affidavits under Trademark Act Sections 8 and
15 accepted and acknow edged.
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essential characteristics of the goods and differences in
the marks.” Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

The first factor to consider is whether applicant’s
mar k DAKOTA BLUE and the regi stered mark DAKOTA, when
considered in their entireties as to appearance, sound and
connotation, are simlar or dissimlar. For the reasons
stated below, we find that the two marks are sim|ar,
rather than dissimlar.

Al t hough the ultinmate conclusion as to the simlarity
or dissimlarity of the marks rests on consideration of the
marks in their entireties, it is not inproper to state
that, for rational reasons, nore or |ess weight has been
given to a particular feature of the mark. In re National
Data Corporation, 753 F.2d 1056, 1058, 224 USPQ 749, 751
(Fed. Cir. 1985). 1In this case, we find that DAKOTA is the
dom nant feature of applicant’s mark DAKOTA BLUE because,
as applied to applicant’s goods, DAKOTA is an arbitrary
termor at nost a slightly suggestive term while, as
appl i cant has acknow edged by agreeing to the Exam ni ng
Attorney’s requirenment for a disclainmer, BLUE is the name
of a common, primary color which is either nerely

descriptive or deceptively m sdescriptive of the goods.
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More specifically, we find that DAKOTA doni nates the
commercial inpression of applicant’s mark for the follow ng
reasons. It appears on this record that DAKOTA is an
arbitrary termas applied to applicant’s goods. Although
applicant’s dictionary evidence shows that “Dakota” was the
name of a former U. S. territory, there is no evidence that
the termis now used or recogni zed as the nane of any
speci fi c geographi c place, nuch |ess a geographic place
that has anything to do with applicant’s goods. Likew se,
applicant’s dictionary evidence shows that DAKOTA is the
name of a group of Indian tribes, a fact which has no
effect on the arbitrariness of the termas applied to
applicant’s goods. Finally, there is no evidence of any
use by third parties of the term DAKOTA, or any term
simlar thereto, in connection with the types of goods
involved in this case or in connection with any goods or
services at all, a fact which | eads us to concl ude that
DAKOTA is relatively strong as a source indicator.

In contrast, the term BLUE contributes relatively
little to the commercial inpression created by applicant’s
mar k DAKOTA BLUE. It is the nane of a common col or, and as
such it woul d be perceived by purchasers as either
descriptive or msdescriptive of a feature of applicant’s

goods, i.e., the color of the goods. W base this finding
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on the numerous third-party registrations nade of record by
t he Trademark Exami ning Attorney, in which various clothing
itenms are included in the respective identifications of
goods and in which the word BLUE appears in the respective
mar ks but is disclained. Indeed, applicant itself has
di sclaimed the word BLUE in its application. Although we
cannot ignore a disclainmed termin our determnation of the
simlarity or dissimlarity of the marks, the fact that
BLUE was di scl ai med by applicant further supports our
finding that BLUE contributes less to the comrercia
i npression that applicant’s mark woul d make on purchasers.
See In re National Data Corp., supra

Havi ng found, for the above-stated reasons, that
DAKOTA is the domi nant feature of applicant’s nark DAKOTA
BLUE and that it accordingly is entitled to greater weight
in our determnation of the mark’s comrercial inpression
than is the term BLUE, we now proceed to a conparison of
applicant’s and registrant’s marks, in their entireties, as
t o appearance, sound and connotati on.

Wth respect to appearance and sound, the two marks
obviously are identical to the extent that they both
i ncl ude the word DAKOTA, but they are dissimlar to the
extent that applicant’s mark, but not registrant’s nark,

al so i ncludes the word BLUE. However, for the reasons
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previously discussed, we find that it is the presence of
the word DAKOTA in both marks, rather than the presence or
absence of the common word BLUE, that is nore likely to be
noti ced and recall ed by purchasers who encounter the marks.
On bal ance, therefore, we find that the simlarity between
the marks, i.e., their shared use of the word DAKOTA,
outwei ghs the dissimlarities between the marks resulting
fromthe presence of the word BLUE in applicant’s mark. W
conclude that the marks, considered in their entireties,
are simlar rather than dissimlar in ternms of appearance
and sound.

As for the connotation of the respective marks,
applicant’s dictionary evidence shows that DAKOTA woul d
connote or suggest to purchasers the aforenentioned fornmer
US. territory and/or the group of Anmerican Indian tribes
and their | anguage. Wen conpared in their entireties,
bot h marks convey the sane connotation. Although
applicant’s mark al so contains the word BLUE, that word,
whi ch is descriptive or m sdescriptive of applicant’s
goods, is not sufficient, initself, to elimnate the
confusing simlarity resulting fromboth parties’ use of
the arbitrary word DAKOTA as the dom nant feature of their

respective marks. See, e.g., Inre El Torito Restaurants
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Inc., 9 USP@@d 2002 (TTAB 1988); In re Corning d ass Wrks,
229 USPQ 65 (TTAB 1985).

We note applicant’s contention that, by conbining the
word BLUE with the word DAKOTA, it has created a unitary
conposi te, DAKOTA BLUE, which is distinguishable from
DAKOTA, per se, in terns of connotation and conmerci al
inpression. Mre specifically, applicant contends that
DAKOTA BLUE woul d be perceived by purchasers as the nanme of
a color, i.e., a particular shade of blue. However, there
is no evidence in the record that any such col or exists, or
t hat DAKOTA BLUE woul d be perceived as such a col or when
used in connection with applicant’s goods. |In the absence
of such evidence, we cannot conclude that DAKOTA BLUE is a
unitary conposite termwth its own distinctive meaning.?3

In summary, we have carefully considered applicant’s
mark and registrant’s mark in their entireties, and
conclude, for the foregoing reasons, that the marks are
simlar rather than dissimlar in terns of their

appear ance, sound and connotation, and that they therefore

®1f the parties’ marks were, for exanple, POADER and POADER
BLUE, applicant’s argunent woul d be nore persuasive. The
addition of the word BLUE to the word POANDER results in a unitary
conposite, the well-known col or “powder blue,” which has a
connotation quite different fromthe connotation of the word
PONDER, per se. In this case, applicant has not shown that any
such unitary conposite is created by the conbinati on of the
descriptive word BLUE with the arbitrary and dom nant word
DAKCOTA
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convey simlar comrercial inpressions. This simlarity
bet ween the marks weighs in favor of a conclusion that
confusion is |ikely.

We turn next to a consideration of the conmercia
relationship, if any, between the respective goods
identified in applicant’s application and in the cited
registration, i.e., between applicant’s “clothing, nanely,
ankl ets, knee highs, thigh highs and tights” and
registrant’s “snownobile suits, jackets, coats, coveralls,
ski pants and jackets, junpsuits and jackets.” It is not
necessary that these respective goods be identical or even
conpetitive in order to support a finding of |ikelihood of
confusion. Rather, it is sufficient that the goods are
related in sone nmanner or that the circunstances
surroundi ng their marketing are such that they would be
likely to be encountered by the sane persons in situations
that woul d give rise, because of the marks used thereon, to
a m staken belief that they originate fromor are in sone
way associated with the sanme producer or that there is an
associ ati on or connection between the producers of the
respective goods. See Inre Melville Corp., 18 USPQ2d 1386
(TTAB 1991); In re International Tel ephone & Tel egraph
Corp., 197 USPQ 910 (TTAB 1978). Moreover, it is settled

that if any of the goods identified in the applicant’s
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application are related to the goods identified in the
cited registration, refusal of the application on the
ground of |ikelihood of confusion is appropriate. See
Shunk Manuf acturing Conpany v. Tarrant Manufacturing
Conpany, 137 USPQ 881 (CCPA 1963); Al abama Board of
Trustees v. BAMA-Werke Curt Baumann, 231 USPQ 408 at fn. 7
(TTAB 1986).

In this case, we are persuaded by the Trademark
Exam ning Attorney’s contention that applicant’s “tights”
are conplenentary to and used in conjunction with the
skiing and snownobiling outerwear identified in the cited
regi stration, and that these respective goods therefore are
simlar and related for purposes of our |ikelihood of
confusion analysis. See, e.g., Inre Mlville Corp.
supra; In re Kangaroos U S. A, 223 USPQ 1025 (TTAB 1984).
More specifically, we find that the two types of products,
i.e., tights and skiing or snownobiling outerwear, would
both be conponents of the outfit or ensenble worn by skiers
or snownpbilers while pursuing their respective w nter
out door activities.

It is apparent fromthe third-party registration
evi dence nmade of record by the Trademark Exam ning Attorney
that the term“tights” in applicant’s identification of

goods is broad enough to include tights used for athletic
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or sports-related activities. Applicant has not restricted
its identification of goods to exclude such type of tights,
and it nust be presuned that the “tights” identified in the
application include tights used during athletic activity.
See Canadi an | nperial Bank of Conmerce v. Wl ls Fargo Bank,
811 F.2d 1490, 1 uUsPd 1813 (Fed. Cr. 1987).

It is coomon knowl edge that one of the primry
reasons that athletic tights are worn during outdoor
activity is the warnth they provide to the wearer. It also
is conmon know edge that the activities of skiing and
snownobi | i ng take place in the snow and in cold weat her and
| ocations, and that it is appropriate to “layer” one’'s
clothing while engaging in these activities so as to ensure
t he appropriate degree of body warnth and confort.
Accordingly, a skier or snowrobiler could and would readily
use athletic tights as the “first layer” of his or her
| ayered outfit, underneath outerwear of the type identified
inregistrant’s registration.

In view thereof, and in view of the fact that
appl i cant has never contested the Trademark Exam ni ng
Attorney’s argunents regarding the conplenmentary nature of
applicant’s tights and registrant’s outerwear, we find that
applicant’s goods and registrant’s goods, as identified in

the respective application and registration, are simlar

10
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and related. This fact weighs in favor of a concl usion
that confusion is likely.

Appl i cant argues that confusion is unlikely because
the parties’ respective goods are marketed in different
trade channels. |In support of this contention, applicant
has submtted the declaration of its Qperations Manager,
Susi e Koo. She states that registrant’s types of goods are
sold primarily in specialty sports stores or in the sports
departnments of departnent and chain stores, while
applicant’s own goods are sold in departnent stores and
chain stores but not in stores specializing solely in
sports cl ot hing.

Ms. Koo's declaration is sufficient, in the absence of
any contradictory evidence fromthe Trademark Exam ning
Attorney, to establish that registrant’s types of goods are
normally sold in specialty sports stores or in the sports
departnents of departnent and chain stores. However, her
declaration is insufficient to establish that the types of
goods identified in the application, particularly “tights,”
are not sold in the sane |ocations as well. As discussed
above, applicant’s “tights” are not limted in the
identification so as to exclude athletic and sports tights.
Li kewi se, applicant’s identification of goods is not

limted as to the types of retail facilities or departnent

11
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store departnents in which applicant’s goods are offered
for sale. W accordingly nust presune that they are
offered in all normal and usual trade channels for such
goods, not just in the specific trade channels in which
they are presently offered. See In re El baum 211 USPQ 639
(TTAB 1981).

In view of the conplenentary nature of applicant’s
“tights” and registrant’s ski and snownpbil e outerwear, it
is entirely reasonable to assune that these goods woul d be
offered for sale in the sane | ocations and purchased at the
sane tinme. That is, “tights,” as identified in the
application and which would include athletic or sports
tights, are presuned to be offered for sale in the same
specialty sports stores and department store sports
departnments as registrant’s outerwear. Thus, we find that
the established and |ikely-to-continue trade channels for
the parties’ respective goods overlap, a fact which weighs
in favor of a conclusion that confusion is |ikely.

In sunmary, we have carefully considered all of the
evi dence of record pertaining to the rel evant du Pont
I'i kel i hood of confusion factors, and concl ude that

confusion is likely to result fromapplicant’s use of its

12
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mark on its identified goods. To the extent that any of
applicant’s argunents rai se a doubt as to that concl usion,
we nust resolve that doubt in favor of the prior
registrant. 1In re Hyper Shoppes (Chio) Inc., 837 F.2d 840,
6 USPQ2d 1025 (Fed. Cir. 1988); In re Martin' s Fanmous
Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed.
Cr. 1984).

Deci sion: The Section 2(d) refusal is affirned.

E. J. Seeherman

T. J. Quinn

C. M Bottorff

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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